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EXAMINER'S ANSWER 



This is in response to the appeal brief filed 6/18/09 appealing from the Office action 
mailed 1/24/08. 
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(1) Real Party in Interest 

A statement identifying by name tine real party in interest is contained in tine brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection 
contained in the brief is correct. 

(5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
correct. 
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(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(8) Evidence Relied Upon 

HI 674 Amesetal. 8-1997 

6,994,698 Leak et al. 2-2006 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claim Rejections - 35 USC § 102/103 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 

forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Appellant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

4. Claims 1-6 and 12-27 are rejected under 35 U.S.C. 102(b) as being anticipated 
by or in the alternative under 35 U.S.C. 103(a) as being unpatentable over Ames et al. 
United States Statutory Invention Registration HI 674. 

As to claims 1-5, 19, 20, and 21-27, Ames discloses a belted absorbent article 
comprising a topsheet 24, a backsheet 26 joined to the topsheet; an absorbent core 28 
positioned between the topsheet and backsheet; and a pair of opposed belt halves 62 
and 64 (col. 16, lines 50-54). Ames teaches the present invention substantially as 
claimed except Ames does not teach the claimed release times. Even though Ames 
does not disclose the release times, the claims are structural claims and the belt halves 
of Ames have elastic capabilities and can be subjected to a tension and provide a 
release time from that tension. The release times are directed to an intended use of the 
article. Intended use must result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed invention from the prior 
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art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 
(CCPA 1 963). If the prior art structure is capable of performing tlie intended use, tlien it 
meets the claim limitations. 

Additionally, the reference has met the structural requirements of the claims 
where pages 8-9, paragraph 0036 and page 1 1 paragraphs 0040 of the specification 
sets forth materials and structure suitable for forming the belt halves and attaching the 
belt halves to the absorbent structure. Ames teaches similar materials and structure for 
the belt halves (col. 16, line 41 through col. 18, line 21). Thus, Ames obviously includes 
belt halves capable of providing the claimed release times. The belt halves of Ames 
have the same properties (elasticity, attached along the longitudinal axis, extending 
outwardly from a longitudinal edge) and is used in the same environment as appellant's 
outer cover (a belt in an absorbent product). When the structure recited in the 
reference is substantially identical to that of the claims of the instant invention, claimed 
properties or functions are presumed to be inherent (MPEP 21 1 2-21 1 2.01 ). A prima 
facie case of either anticipation or obviousness has been established when the 
reference discloses all the limitations of a claim except a property or function and the 
examiner can not determine whether or not the reference inherently possesses 
properties which anticipate or render obvious the claimed invention but has basis for 
shifting the burden of proof as in In re Fitzgerald, 619 F.2d 67, 70 205 USPQ 594, 596 
(CCPA 1980). Ames further discloses a fastening system (Figures 1 and 2 and col. 20, 
line 46 through col. 22, line 62). 
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As to claim 6, see col. 16, lines 50-54. 

As to claims 12 and 13, see col. 18, lines 10-21. 

As to claim 14, see col. 13, lines 29-32. 

As to claim 15, see col. 7, lines 10-15. 

As to claim 16, see col. 7, lines 10-15; col. 13, lines 29-32; col. 18, lines 10-21. 
As to claims 17 and 18, see col. 17, lines 49-55. 

5. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ames et al. H1674 in view of Leak United States Patent Application Publication US 
2003/0100878 Al . Ames discloses the present invention substantially as claimed. 
However, Ames does not disclose the joints between the belt halves and the rear region 
comprises two spaced apart parallel lines of attachment. Leak discloses an absorbent 
article where the elastomeric tab is attached to the liner with spaced apart parallel 
adhesive lines (Figure 3). One of ordinary skill in the art would have been motivated 
from the teaching of Leak to provide such an attachment in Ames between the belt 
halves and liner. Doing so would provide an area of attachment that increases the 
strength of the attachment by providing plural lines of adhesive as well as allows for the 
elastomeric material to remain flexible by having unattached areas between the 
adhesive. 



Application/Control Number: 10/684,585 Page 7 

Art Unit: 3761 

Allowable Subject Matter 
6. Claims 9, 10, and 1 1 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

(10) Response to Argument 

Note: Appellant's arguments filed 6/18/09 are primarily duplicated from 
arguments filed 10/14/08. 

1 . Appellant's arguments filed 6/1 8/09 have been fully considered but they are not 
persuasive. 

Appellant repeats the argument that the Examiner ignores the structure in the 
claims and maintains that the structure in the prior art reads on the claimed invention. 
Appellant further argues the Examiner has not provided a basis in fact and/or technical 
reasoning which reasonable supports the position that what is allegedly inherent would 
necessarily flow from the teachings of the prior art. Appellant cites a board decision for 
USPN 6994698 to support this position. The Examiner will not comment on the 
patentability of another application. However, relative to this case, the Examiner has 
provided technical reasoning which supports the position of inherency. The present 
application is primarily directed to the joints between the belt halves and the absorbent 
structure. The application claims when subjected to a certain force, the longitudinal axis 
of the belt creates an angle, and a certain release time is attained. Ames does in fact 
cite structure and materials similar to the claimed invention, which is shown in Ames col. 
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5, line 34 through line 37; col. 13, line 25 through col. 14, line 20; col. 16, line 41 
through col. 18, line 21; and the present appellant pages 7, paragraph 0033-0040. 
Specifically, in the pre-appeal requests, appellant points out the following structure: 1 )a 
film/nonwoven laminate of claim 12 - this is taught in Ames col, 17, lines 60-64 AND 
Buell 5151092 is incorporated by reference and teaches an elastomeric laminate; 2) a 
means for joining in claims 20 and 21 - however appellant has not specified what is 
being joined but Ames teaches joining in col. 17, lines 50-57; 3) locations of regions of 
attachment in claim 23- however, these specific limitations are not claimed in claim 23; 
and in claim 27, means for counteracting the shear force - the shear force is not defined 
in the specification, therefore it is given its broadest reasonable interpretation which is a 
force or component of a force that acts parallel to a plane. Any part of the closure is a 
means for counteracting shear force as broadly as claimed. 

Appellant repeats the argument that his position is supported by case law, 
specifically In Re Casey, in which the functional recitations were considered. However, 
the Examiner maintains that the claims at issue here do recite structural difference from 
the prior art. Appellant reiterates that claims 1,19, and 20 clearly recite joints between 
each said belt half and said absorbent structure, which joints are defined such that 
when each belt half is subjected to a tension of 35N acting along said longitudinal axis 
of the belt and said longitudinal axis of the belt creates an angle (a) to said transverse 
axis of said absorbent structure, and the recited minimum average release times (t) of 
each said belt half from said absorbent structure are attained for a given angle (a). 
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Appellant repeats the argument that the aforementioned limitation sets forth a structural 
limitation as cited in In re Venezia. However, unlike the cited case, the present 
application does not provide substantial structural features. The present application 
requires relative to the belt portion " a pair of opposed belt halves comprising nonwoven 
material attached to said absorbent structure at said rear end region of said rear panel, 
each of said belt halves being attached by a respective joint, each belt half extending 
about a longitudinal axis of the belt such that each belt half extends outwardly from a 
respective longitudinal edge of the absorbent structure". No further treatment is given to 
the joints. Appellant states that "no every joint will meet the claimed release times", yet 
only a joint is claimed with no specific structure. The structure that is provided in the 
claims is met by the Ames reference as discussed in the rejection below. The Examiner 
has no reasonable way to search for Appellant's claimed properties and cannot conduct 
tests on the material provided in the prior art references to see if they meet the 
equations provided by Appellant. Since Appellant has not set forth any significant 
structure in the claims, the Examiner must presume that a reference that meets the 
structural limitations that are present would inherently meet the claimed properties. 



In response to appellant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
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not include knowledge gleaned only from the appellant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

In response to appellant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the appellant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Appellant repeats the argument that the present invention would not have been 
obvious to one having ordinary skill in the art as shows by the Declaration submitted 
9/1 1/06. As stated in the Office Action mailed 9/27/06, it is noted that the affiant has 
indicated the present invention produces unexpected results. However, the affidavit 
does not give specific comparative results between the present invention and the prior 
art. This should be presented by the factual evidence, and in the instant case the 
Appellant failed to show a valid side-by-side comparison between their product and the 
product disclosed by Ames. 
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(11) Related Proceecling(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 

Respectfully submitted, 

/Jacqueline F Stephens/ 
Primary Examiner, Art Unit 3761 

Conferees: 
/Stephen Garbe/ 
TC 3700 RQAS 

Tatyana Zaiukaeva 

Supervisory Patent Examiner, Art Unit 3761 
/Tatyana Zaiukaeva/ 

Supervisory Patent Examiner, Art Unit 3761 



